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UNITED STATES CIRCUIT COURT OF APPEALS 
Prest-O-LitE Co. v. HEIDEN, et al. 
(219 Fed. Rep., 845.) 
Eighth Circuit, January 4, 1915. 


UNFAIR COMPFTITION—USE OF MARKED CONTAINERS. 

Recharging and reselling acetylene gas tanks well known to the 
public under a certain trade-mark by one seeking to compete with the 
owner of that trade-mark, will be enjoined as unfair competition at 
the instance of the trade-mark owner, unless the trade-mark is com- 
pletely and permanently obliterated, and conspicuous notice that the 
tanks are not filled with gas made by the owner of the trade-mark is 
securely fastened on these tanks. 

Pasting paper labels over the trade-mark and protecting them 
with shellac is neither such permanent obliteration of the mark, nor 
such secure fastening of the labels as to make the issuance of the in- 
junction unnecessary. 


In Equity. Appeal from the district court of the United 
States for the eastern district of Arkansas. Modified. 


Moore, Smith & Moore, of Little Rock, Ark. (Winter & 
Winter, of New York City, on the brief), for appel- 
lant. 

W. E. Hemingway, G. B. Rose and D. H. Cantrell, all of 
Little Rock, Ark. (J. F. Loughborough, of Little Rock, 
Ark., on the brief), for appellees. 


Before SANBORN, SMITH, and CARLAND, Circuit Judges. 
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SANBORN, Circuit Judge.——The Prest-O-Lite Company 
makes and sells packages of acetylene gas for supplying auto- 
mobile headlights, and undertakes to and does furnish any 
owner of an empty tank with one of its packages at any consider- 
able city or town, and at many villages in the United States 
and parts of Canada, one of its filled tanks in exchange for 
this empty tank, for 10 per cent of the cost of the original 
package. It has expended more than a million dollars in estab- 
lishing this system of exchange, providing a stock of its gas 
packages at every considerable town ready for exchange, and 
advertising its gas packages and its system. It adopted and 
has used ‘Prest-O-Lite” as a trade-mark for its packages which 
it displays on its cylindrical tanks containing its gas, and on 
December 25, 1906, it registered this trade-mark. After the 
business of this company and its system of exchange of its filled 
packages for its empty tanks had become fully established, adver- 
iised, and well known throughout the country, and in February, 
1913, the defendants below commenced to gather and fill empty 
Prest-O-Lite tanks with gas which they produced and to sell these 
packages of their gas and to exchange them for empty Prest- 
()-Lite tanks for a small consideration. The Prest-O-Lite Com- 
pany brought suit against them for infringement of its trade- 
mark and for unfair competition; the defendants by their an- 
swer denied both; evidence was produced; and at the final 
hearing the court below rendered a decree against the defend- 
ants, by which it enjoined them from filling, selling, or ex- 
changing any of the tanks bearing the trade-mark Prest-O-Lite 
without covering the trade-mark with a notice that the contents 
of the tank were not prepared by the Prest-O-Lite Company or 
that they were not Prest-O-Lite gas. The Prest-O-Lite Com- 
pany appealed from the decree because the court adjudged that 
the filling, selling, and exchanging by the defendants of the 
Prest-O-Lite tanks with the trade-mark covered by the label 
used by the defendants at the time of the decree did not con- 
stitute unfair competition, and because it did not enjoin the de- 
fendants from filling with their gas the Prest-O-Lite tanks, or 
selling or exchanging them when so filled, unless they first com- 
pletely and permanently obliterated the plaintiff’s trade-mark 
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from the tanks. The tanks of the plaintiff are steel cylinders 
or bottles, and the Prest-O-Lite trade-mark is fastened upon 
them in this way: The tanks are first plated with copper; they 
are then plated with nickel; then a resisting material outlining 
the letters of the trade-mark is placed on the nickel surface, and 
the tank is given another coat of copper, which adheres to every 
part of it, except the lettering, so that the letters of the trade- 
mark then appear in nickel on the copper plating. These letters 
are not in the steel tank, and they can be removed by grinding 
them off with proper machinery for about nine cents a tank, but 
the defendants have not suitable machinery for this purpose. 
3efore this suit was commenced, and up to the time that the 
preliminary injunction was granted, the defendants pasted on 
the Prest-O-Lite tanks, which they filled with their gas and 
sold, or exchanged, a paper label bearing the words: ‘This tank 
is filled with Pure Acetylene Gas (not Prest-O-Lite Gas). 
Headlight Gas Company. Little Rock, Arkansas’—but the 
words “Not Prest-O-Lite Gas” were in type much smaller than 
the words “Pure Acetylene Gas,” and the labels did not always 
cover the plaintiff's trade-mark and often slipped from the tanks. 
After the preliminary injunction they enlarged the words “Not 
Prest-O-Lite Gas” to the size of the words “Pure Acetylene 
Gas” and put the labels on over the plaintiff's trade-mark with 
shellac. They covered the bottom of the label with shellac, and 
also the top of it. Then water does not remove it, and it may 
be taken off with a knife or scraper, and the record shows that 
one of the dealers to whom the defendants furnished Prest-O- 
Lite tanks labeled in this way made a practice of removing the 
labels before he exchanged them with the consumers or users. 
The legal effect of the decree below is to adjudge: (1) That 
it is an infringement of the plaintiff’s trade-mark and unfair 
competition for the defendants to fill with their gas the empty 
Prest-O-Lite tanks, or to sell or exchange or deal in gas pack- 
ages so made; but (2) that they may fill, sell, or exchange them 
if they cover the plaintiff’s trade-mark with a paper label fast- 
ened with shellac, or otherwise in such a way that it is not cap- 
able of being easily detached, and which bears a notice that the 
tank is not filled with Prest-O-Lite gas. 
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Much argument in the briefs relates to the soundness of the 
first proposition. But the defendants have not appealed, and that 
question is not here for review. The second proposition alone is 
challenged by the appeal. Upon records not materially different 
from that in this case, that proposition has been exhaustively dis- 
cussed, deliberately considered, and repeatedly decided—twice by 
courts of equal authority with that of this court. The United 
States.circuit courts of appeals of the sixth and seventh circuits 
have adjudged that parties are not entitled to refill Prest-O-Lite 
tanks with their gas, to sell gas packages so made, or to exchange 
them without completely and permanently obliterating and remov- 
ing from the tanks the trade-mark “‘Prest-O-Lite.” Searchlight 
Gas Co. v. Prest-O-Lite Co., 215 Fed., 692, 696, [ Reporter, vol. 4, 
p. 273] ; Prest-O-Lite Co. v. Davis, 215 Fed., 349, 350, [ Reporter, 
vol. 4, p. 419]. And so are the decisions in Prest-O-Lite Co. v. 
Avery Lighting Co. (C. C.) 162 Fed., 648, 650, 652; Prest-O Lite 
Co. v. Davis (D. C.) 209 Fed., 917, 922, 923, 924, [ Reporter, vol. 
4. p. 91]; Prest-O-Lite Co. v. H. W. Bogen (C. C.) 209 Fed., 
g15, 916; Prest-O-Lite Co. v. Post & Lester Co. (C. C.) 163 
Fed., 63, 64. Unless this court was thoroughly convinced that 
these decisions were erroneous, it would be its duty to follow 
them in the interest of uniformity of decisions and certainty of 
law. A thoughtful consideration of the question in the light 
of the evidence in the record in this case, of these authorities, 
and of the only opinion to the contrary that has come to our 
attention, Prest-O-Lite Co. v. Auto Acetylene Light Co. (C. C.) 
Fed., g0, [Reporter, vol. 2, p. 11], has satisfied that the con- 
clusions reached in the cases first mentioned above are rational 
and just and should be followed. Reference is made to the 
opinions in those cases for the reasons for this result, and fur- 
ther discussion of the question is omitted because it would be 
nothing but a repetition of what has already been so well said 
in those opinions. 

Let the decree below be modified so as to read as follows, 
and, so modified, let it be affirmed. 
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Mop!IFIED DECREE 


Now on this day comes the complainant by its solicitors, 
Winter & Winter and Moore, Smith & Moore, Esqs., and the 
defendants by their solicitors, Rose, Hemingway, Cantrell and 
Loughborough, Esqs., and the said cause is submitted to the 
court on oral testimony introduced at the hearing, depositions of 
witnesses heretofore filed in said cause, documentary and other 
evidence introduced at the hearing; and the court having heard 
the evidence and argument of counsel, and being well and suffi- 
ciently advised in the premises, doth find that the use on Prest- 
O-Lite tanks filled with the gas of the defendants of the label 
shown to be now and since the granting of the preliminary in- 
junction in use by the defendants, constitutes, as did the use of 
the labels used by said defendants on such tanks before that 
time, unfair competition, and that the defendants have been and 
still are guilty of unfair competition with the complainants, and 
the court does hereby order, adjudge, and decree that the de- 
fendants, and each of them, their agents, servants, and repre- 
sentatives, be, and they are, hereby restrained and enjoined from 
hereafter filling or refilling with acetylene dissolved in acetone 
steel tanks, bottles, or cylinders bearing the complainant’s regis- 
tered trade-mark “Prest-O-Lite,” and from selling or exchanging 
or in any way dealing in such bottles or cylinders so filled or 
refilled by the defendants or others than the complainant with- 
out first completely and permanently obliterating and removing 
from each thereof that trade-mark, and all other marks, by 
letters or figures indicating that the tank is a Prest-O-Lite tank 
and securely fastening thereon a conspicuous notice that the 
tank is not filled with Prest-O-Lite gas. 

It is further ordered, adjudged, and decreed that none of 
the tanks or cylinders formerly owned by the complainant, and 
formerly bearing its trade-mark when filled by the defendants, 
shall be sold or exchanged by the defendants, or any of their 
agents or vendees, who have notice of this decree or of the 
injunction it contains and directs without completely and perma- 
nently obliterating and removing from each of them the trade- 
mark ‘“‘Prest-O-Lite” and all other marks, by letters or figures 
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indicating that the tank is a Prest-O-Lite tank and securely 
fastening thereon a conspicuous notice that the tank is not filled 
with Prest-O-Lite gas. 


Situ, Circuit Judge (dissenting).—The package in ques- 
tion consists of an outer metallic case lined with asbestos and 
containing liquid acetone, into which acetylene gas is forced 
under pressure. The apparatus was originally patented as No. 
664, 383, and known as the Claude & Hess patent. This patent 
expired June 30, 1910. Commercial Acetylene Co. v. Schroeder, 
203 Fed., 276, 121 C. C. A., 474; Commercial Acetylene Co. v. 
Searchlight Gas Co. (D. C.) 197 Fed., 908, Id. (C. C.) 188 Fed., 
$5, Cameron Septic Tank Co. v. City of Knoxville, 227 U. S., 
39, 33 Sup. Ct., 209, 57 L. Ed., 407. 

While this patent was in existence it was a close question as 
to the right of a purchaser to have his tank refilled by other than 
the complainant. Leeds & Catlin v. Victor Talking Machine 
Co., 213 U.S., 325; 29 Sup. Ct., 503; 53 L. Ed., 816. The owner 
of the patent in question, by notice forbidding such refilling, suc- 
ceeded in preventing it. Commercial Acetylene Co. v. Widrig 
(C. C.) 190 Fed., 201. By the expiration of the patent there was 
given to the public the right, not only to make the entire appara- 
tus, but to make it under the name which had become indissolubly 
attached to it. Singer Manufacturing Co. v. June, 163 U.S., 169, 
i6 Sup. Ct., 1002, 41 L. Ed., 118. 

Every one, therefore, has the right to manufacture or fill 
Prest-O-Lite tanks under that name and therefore to fill old 
tanks, and no one by a trade-name adopted during the life of 
the patent could prevent the right passing to the public, not 
only to manufacture and refill the tanks, but to manufacture and 
refill them under the trade-name which had become indissolubly 
attached to them. 


The trade-mark in this case was filed four years before the 
expiration of the patent. While, therefore, every one can now 
make and refill a Prest-O-Lite tank, he must so mark the goods 
as to indicate that they are his manufacture and not that of 
the Prest-O-Lite Company. 


The packages have been sold at $12 each, while for refilling 
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a charge has been made in later years of only $1, thus showing 
that the original sale is the principal thing and the charge for 
refilling is an incident. 

The tanks in question are sold outright, and the purchaser 
can destroy them if he will. There is no right to compel the 
total erasure of the name Prest-O-Lite, for every one has the 
right to put it on. The complainant originally put a brass plate 
on its packages which could be easily removed. It then sub- 
stituted an indented inscription which could not be removed ex- 
cept by grinding or some form of erosion of the metal. 

If it should, as appears to me, be erroneously held that the 
original trade-name must be removed, then by this change the 
public is deprived by the act of the complainant of its right 
upon the expiration of the patent by the substitution of a sub- 
stantially irremovable inscription. There is no method at Little 
Rock by which this inscription can be removed, and the monopoly 
which the complainant had for many years under its patent has 
become, according to the majority opinion, a perpetual monopoly. 
The change in the manner in which this inscription was thus 
put upon the package is an evidence that the unfair trade is 
on the part of the complainant. As I understand the majority 
opinion, if the complainant can devise some method by which 
the inscription can be carried clear through the metal constitut- 
ing the case of the package, it will not only then be impracticable 
for every one but the complainant to fill the packages, but 
wholly impossible, and the monopoly will be complete to what 
the law has given to the public. 

It-is set up in the answer that over the inscription of the 
complainant has been fastened by the defendant, with shellac, 
so that it is not affected by water, an inscription in red ink as 
follows: 
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This tank is filled with 


PURE ACETYLENE GAS 


(NOT PREST-O-LITE CAS) 


Headlight Gas Co. 
LITTLE ROCK, ARK. 


By the order for the temporary injunction it was ordered: 


“The defendants and each of them, their agents, servants, and repre- 
sentatives, be restrained and enjoined from hereafter filling or refilling 
with acetylene dissolved in acetone any of the steel bottles or cylinders 
described in the bill of complaint bearing the complainant's registered 
trade-mark, viz., ‘Prest-O-Lite, and from selling or exchanging or in 
any way dealing in said bottles or cylinders when so filled or refilled 
by the defendants or persons other than the complainant, without in 
every case covering the aforesaid trade-mark engraved on said bottles 
or cylinders by and with a notice which shall wholly cover said trade- 
mark and entirely conceal the same from observation and shall contain 
a statement in large type that the contents of said bottle or cylinder are 
not prepared by the Prest-O-Lite Company. Said notice shall be so 
securely attached and affixed to said bottle or cylinder as not to be 
capable of being easily detached therefrom in the hands of any dealer 
who might come into possession of said bottles or cylinders or any of 
them, and none of the bottles of the plaintiff, when filled by the defend- 
ants as aforesaid, shall be sold by them or their agents and vendees with- 
out said label thereon, as hereinbefore set forth.” 


And by the final decree it was provided that the court— 


“doth find that the label shown by the proof to be now, and since the 
granting of the interlocutory injunction, in use by the defendants, is 
not easily removable, and the printing on the label, the manner of at- 
taching, and the place attached to the package do not constitute unfair 
competition, and does order, adjudge, and decree that the defendants, 
and each of them, their agents, servants, and representatives, be re- 
strained and enjoined from hereafter filling or refilling with acetylene 
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dissolved in acetone any of the steel bottles or cylinders described in the 
bill of complaint bearing the complainant’s registered trade-mark, viz., 
‘Prest-O-Lite,’ and from selling or exchanging or in any way dealing 
in said bottles or cylinders when so filled or refilled by the defendants or 
persons other than the complainant, without in every case covering the 
aforesaid trade-mark engraved on said bottles or cylinders by and with 
a notice which shall wholly cover said trade-mark and entirely conceal 
the same from observation, and shall contain a statement in large type 
that the contents of said bottle or cylinder is not prepared by the Prest- 
O-Lite Company, or that the contents is not Prest-O-Lite gas. Said 
notice shall be so securely attached and affixed to said bottles or cylinders 
as not to be capable of being easily detached therefrom in the hands 
of any dealer who might come into possession of said bottles or cylinders 
or any of them, and none of the bottles of the plaintiff, when filled by 
the defendants aforesaid, shall be sold by them or their agents and ven- 
dees, who have notice of this injunction, without said label thereon as 
hereinbefore set forth.” 


The inscription thus required to be put by the defendants 
upon the tanks in my judgment goes beyond any right the com- 
plainant can insist upon; and being thoroughly convinced that 
the decisions cited in the majority opinion are erroneous, I deem 
it my duty to respectfully dissent. 


GRIER Bros. Co. v. BALDWIN, et al. 


(219 Fed. Rep., 735.) 


Third Circuit, January 22, 1915. 


UNFAIR COMPETITION—IMITATION OF STRUCTURAL ELEMENTS. 

The existence of non-structural points of identity between two 
miners’ lamps of different manufacture is ground for an_ injunction 
forbidding the sale of the imitative lamps as unfair competition. 

In Equity. An appeal from a decree of the district court 
of the United States for the western district of Pennsylvania. 

For opinions below, on motions for preliminary injunction 
and on final hearing, see Reporter, vol. 4, pp. 300, 466. 


Joseph M. Nesbit and Thomas S. Brown, both of Pitts- 
burgh, Pa., for appellant. 
James Q. Rice, of New York, for appellees. 


Before BuFFINGTON, McPHERSON, and Woo.Ley, Circuit 
Judges. 
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J. B. McPuHeErson, Circuit Judge—* * * Turning now 
to the subject of unfair competition, (1) we may note, in pass- 
ing, that the requisite diversity of citizenship exists in this 
case, so that the question of jurisdiction that might otherwise 
arise at this point need not be discussed. Schiebel Toy Co. v. 
Clark, 217 Fed., 761, 774, [ Reporter, vol. 5, p. 139]. We agree 
with the district court that deliberate unfair competition has 
been -proved, and the only question that calls for consideration 
is the extent of the relief that has been awarded. 

The decree complained of enjoins the appellant from— 


“* * * directly or indirectly placing upon the market, or causing 
to be placed on the market, the acetylene gas-generating lamp identified 
in this suit as ‘Plaintiffs’ Exhibit No. 6, and which is complained of in 
this case as an imitation of Plaintiff's Exhibit No. 1, or any other acetylene 
gas-generating lamp, which shall not be so differentiated or distinguished 
in outward form and appearance from plaintiffs’ said lamp, identified as 
Plaintiffs’ Exhibit No. 1, that purchasers thereof will not likely be de- 
ceived by similarity of form and appearance or by accessories sold 
therewith into purchasing such lamps, made or marketed by defendant, 
thinking the same to be plaintiffs’ lamps, and also from doing any act or 
thing calculated to induce the belief that acetylene gas-generating lamps, 
not manufactured or offered for sale by plaintiffs, are, in fact, of plain- 
tiff’s manufacture.” 

It is no doubt true that this decree is giving the appellant 
trouble, but this was its object; and we are only concerned with 
the inquiry whether it goes too far. In our opinion it does not, 
but is carefully guarded so as to protect the right of the Grier 
lamp to make a fair (but not an unfair) attack upon the market. 
We agree that actual imitations are not always unfair, but at 
present this lamp is undoubtedly a slavish imitation of the Bald- 
win device; and we are by no means satisfied that the numerous 
identities are essentially due to structural and economical neces- 
sities. It is of course true that the Baldwin lamp has no right to 
monopolize the trade, but the plaintiffs do have the right to in- 
sist that the Grier lamp shall cease from being merely a designed 
and colorable imitation, and shall stand on its own merits. We 
have no doubt the appellant’s ingenuity is capable of solving 
that problem to the satisfaction of the court below, and we do 
not feel obliged to point out in what particulars the offending 


(1) The rest of the opinion, relating to questions of patent infringe- 
ment, is omitted. 
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lamp should be modified. As at present constructed, it passes 
the limit of healthy rivalry in trade, and was properly enjoined. 
But the following observations may perhaps be usefully made: 

The Baldwin lamp is undoubtedly a useful improvement, 
as its extensive use may indicate, but it has no right to dominate 
the situation. Its shape and design are protected, not by patent, 
but merely by the rules that govern unfair competition; and it 
seems clear enough that the necessities of the art require that 
in size and arrangement all such lamps must bear a general re- 
semblance among themselves. The container must be small, 
and must be divided internally into a water-chamber and a 
chamber for the carbid, and this necessity must influence the 
shape and arrangement to a considerable degree. Moreover, the 
lamp must be light in weight, especially when it is to be used 
in a mine, where it is ordinarily attached to a miner’s cap. The 
patented features are concealed, and cannot be seen by ordi- 
nary inspection, so that unlawful interference therewith may be 
difficult to prevent; but it is not these features with which we 
are now concerned. The superficial details of construction. cer- 
tainly need not be identical in nearly every particular, as they 
are in Exhibit No. 6; and of course it is also unfair to rep- 
resent the Grier lamp as a Baldwin, or as an imported Baldwin, 
lamp, or to accompany it with nearly identical instructions print- 
ed in the same foreign languages, and with the peculiarly-shaped 
cleaner referred to by the court below. All these matters were 
plainly intended to aid in confusing purchasers, and are abuses 
of the right to compete. It was also objectionable to stamp the 
appellant’s name on a similar part of the lamp in raised char- 
acters that bear the same general form and appearance. There 
was no compelling reason for this, and we can hardly doubt 
its purpose, namely, to aid in misleading miners unacquainted 
with English. On the other hand, the cartons inclosing the lamps 
differ in appearance, and the Grier lamp has a self-sparker at- 
tached to the rim of the reflector; this too being a valuable aid 
in distinguishing the lamps. We have not exhaustively de- 
scribed the details of likeness and difference ; our main purpose 
has been to avoid giving the impression that we regard the 
Baldwin lamp as having the right to exclude all competitors, 
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while protecting that lamp in the trade that has been acquired 
ly legitimate means. We therefore repeat that the precise mat- 
ter before us is the correctness of the decree, and for the rea- 
sons thus outlined, we think it was right. If the appellant 
Gesires a ruling from the court below upon a proposed change in 
the details and appearance of Exhibit No. 6, we have no doubt 
that a proper application for such a purpose will be entertained 
and passed upon in a fair and reasonable spirit. 

So much of the decree below as refers to the subject of un- 
fair competition is affirmed, but the rest of the decree must be 
modified in accordance with this opinion; the costs in the district 
court and in this court to be equally divided. 


Keystone O11, & Mec. Co. v. Buzsy. 
(219 Fed. Rep., 473.) 
Seventh Circuit, October 6, ror. 


1. TRADF-MARKS AND TRADE-NAMES—INFRINGEMENT, 

The owner of a trade-mark for lubricants, consisting of a picture 
of the keystone of an arch used with the word “Keystone” and the 
trade-name “Keystone Lubricating Company” is not entitled to en- 
join the use by a competitor of the corporate name “Keystone Oil & 
Mfg. Co.,” because this name seems to have been adopted without 
fraudulent intent. Decree for complainant reversed. 

2. UNFAIR COMPETITION—SURSTITUTION. 

It being proven that on three occasions agents of the Keystone 
Oil & Mfg. Co. had palmed off the product of that company as the 
product of a competitor the Keystone Lubricating Company, an in- 
junction was granted the latter house compelling the former to add 
to its labels a statement that its goods were “not made by the Keystone 
Lubricating Company of Philadelphia.” 


In Equity. On appeal from the district court of the United 
States for the eastern division of the northern district of IIli- 
nois. Reversed. For opinion below, see Reporter, vol. 3, p. 491. 


Francis W. Parker, of Chicago, Ill., for appellant. 
Carlos S. Andrews, of Chicago, Ill., for appellee. 


Before BAKER, SEAMAN, and Mack, Circuit Judges. 
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SEAMAN, Circuit Judge—The bill filed by the appellee, 
Buzby, and the decree in conformity therewith granting injunc- 
tional relief against the appellant, rest on charges of unfair 
competition in the sale of lubricating greases, arising mainly, 
if not entirely, out of the use by the appellant of its corporate 
name, Keystone Oil & Manufacturing Company. While the bill 
avers long possession, registration, and use by appellee of “the 
arbitrary symbol of the Keystone of an arch as a trade-mark” 
in his business, the evidence is undisputed that such trade-mark 
has never been used by the appellant, and that no infringement 
thereof has been committed in its business; and the ruling of 
the circuit court of appeals for the eighth circuit, in Buzby v. 
Davis, 150 Fed., 275, 80 C. C. A., 163, 10 Ann. Cas., 68, in 
reference to conceded use of such trade-mark, which is greatly 
relied upon for support of the present decree, is inapplicable 
and furnishes no aid in that direction. 

These material averments, however, are established by the 
evidence: That the appellee has conducted his business, since 
the year 1885, at Philadelphia, Pa., in the manufacture and sale 
of “lubricating greases” and oils under “the trade-name of the 
Keystone Lubricating Company” (without incorporation) ; that 
the name “Keystone greases” has been applied to his lubricating 
oil products throughout such times, and the word “Keystone” 
so applied “is known to buyers to mean” his products; and that 
luis trade has extended to various states, with “branches and 
sales agencies” in different places, one branch “being now es- 
tablished at Chicago” under his trade-name. As it further ap- 
pears that the appellant (located at Chicago) entered into the 
sale of lubricants, in connection with the sale of various kinds 
of oil and oil products, long after the appellee had established 
his business in Philadelphia as above described, the rule is 
«elementary in equity that proof of simulations on the part of the 
appellant of either of the above-mentioned designations for such 
goods, calculated to palm them off on purchasers as the appellee’s 
production, would entitle the defrauded manufacturer to an in- 
junction and other equitable relief. But no such simulation is 
either proved or asserted in respect of labeling or dressing the 
goods or packages, or advertising them in any manner as ap- 
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pellee’s lubricants. On the contrary, it appears in evidence that 
the appellant’s lubricants were conspicuously named and marked 
“Phillip’s Special Banana Cup Grease.” Moreover, the opin- 
ion filed below correctly states: 





“The only infringement of the complainant’s trade-mark, if any, con- 
sists in the use of the word ‘Keystone’ in the defendant’s corporate name, 
and in the fact that it is claimed that the public has been deceived by 
such similarity in that the defendant’s lubricating grease has been pur- 
chased on some occasions by persons believing they were buying the 
complainant’s brand. The cans in which the complainant and defendant 
sold their goods are radically different. The color, lettering, and de- 
scriptive matter are wholly distinct, as well as the odor of the grease 
itself.” 


The decree as entered is directed to the issue thus narrowed, 
and proceeds upon the theory that use of the appellant’s cor- 
porate name in the sale of lubricants, under the circumstances 
in evidence, constitutes unfair trade within the meaning of the 
established rule of equity thereupon. That rule is aptly defined 
in Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 
118, 140, 25 Sup. Ct., 609, 614 (49 I. Ed., 972), as follows: 























“The essence of the wrong in unfair competition consists in the sale 
of the goods of one manufacturer or vendor for those of another, and 
if the defendant so conducts its business as not to palm off its goods 
as those of complainant, the action fails.” 


And the authorities concur that deceptive use of a name 
or word employed by another dealer, amounting “to a fraud on 
the public,” must appear to sanction relief under this rule. 
Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S., 446, 451, 
462, 31 Sup. Ct., 456, 55 L. Ed., 536, [Reporter, vol. 1, p. 10]. 

It is unquestionable, however, that such deception may be 
practiced by fraudulent use of a corporate name, and in that 
view the circumstances of the adoption and use by the ap- 
pellant of its name may bear upon the issue. 

The undisputed facts are: That the appellant is the suc- 
cessor of a company engaged in business at Chicago, under the 
name of “Pennsylvania Oil Company,” in the sale of various 
Pennsylvania oils and oil products and lubricants; that its pur- 
chase of the business occurred in October, 1900, and, reincor- 
poration being desirable, the word “Keystone” was substituted 
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for “Pennsylvania” (as having like meaning for origin of goods) 
in the corporate name which was then adopted; that such name 
was adopted more than a year prior to any location of the 
appellee in Chicago, and without knowledge or intimation either 
of the appellee’s business or of his trade-name; that the sale of 
lubricants has at all times constituted a minor portion of the ap- 
pellant’s business, but is nevertheless a natural and valuable 
constitutuent thereof; and that no officer or authorized repre- 
sentative of the appellant has at any time understood or intended 
that its goods and markings were either calculated to deceive 
purchasers as to their origin, or simulated in any respect the 
appellee’s products, or were sold or tendered otherwise than 
as appellant’s brand of lubricants. We believe it to be unmis- 
takable, therefore, that both origin and use of the corporate 
name so adopted were in good faith and entirely free from taint; 
that all “the indicia of fraud are lacking” (Brown Chemical Co. 
v. Meyer, 139 U. S., 540, 544, 11 Sup. Ct., 625, 35 L. Ed., 247) 
in respect of use of such name; and that the injunction against 
use thereof in the sale of appellant’s lubricating oils and greases 
cannot be upheld. 

The contention on behalf of the appellee for support of the 
decree, as we understand it, is this in effect: That the word 
“Keystone” has been so appropriated by the appellee in his busi- 
ness that his rights have become exclusive for use in the mark- 
ing and sale of lubricants. Such broad view, however, is un- 
tenable under the entire current of authorities. Words which 
are common to the public cannot be thus appropriated for ex- 
clusive use, beyond the limited extent recognized for the pro- 
tection either of trade-marks against infringers or of trade- 
names against deceptive imitators. In the leading trade-mark 
case of McLcan v. Fleming, 96 U. S., 245, 252, 24 L. Ed., 828, 
speaking in reference to trade-mark rights of a person in his 
own name, the opinion states the rule that: 


“Such a party is not. in general, entitled to the exclusive use of a 
name, merely as such, without more. * * * Instead of that, he cannot 
have such a right, even in his own name, as against another person of the 
same name, unless such other person uses a form of stamp or label so 
like that used by the complaining party as to represent that the goods 
of the former are of the latter’s manufacture.” 
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Infringement, however, and not deceit, is the basis of a 
suit for violation of a trade-mark, although infringement is often 
ascertained from tendency to deceive. On the other hand, when 
a trade-name has become established for business or goods, 
protection is granted against wrongful and deceptive use by 
another under the above-stated doctrine of unfair competition, 
requiring proof of fraudulent conduct as the basis of relief. 
No person can acquire exclusive rights to employ any name or 
word, as part of his trade-name ; but one may acquire reputation 
for his business or goods under any designation he has adopted 
therefor, and other traders are excluded under the rule from 
filching his trade by deceptive use of like designation. 

We believe the other injunctional provisions of the decree 
to be alike unauthorized under the evidence above referred to, 
so that the decree as an entirety must be reversed. 

The testimony, however, clearly discloses three instances of 
deceptive representations or conduct on the part of agents of 
the appellant, whereby the appellant’s goods appear to have 
been palmed off on purchasers as the appellee’s “Keystone 
grease,” and in view of such evidence we are of opinion that 
cause appears for relief against such impositions, by requiring 
the appellant to inscribe upon each of its packages of lubricant 
offered for sale a notation, in effect, that the product is not 
that of “Keystone Lubricating Company” of Philadelphia. 

The decree of the district court is therefore reversed, with 
direction to enter an injunctional decree against the appellant 
defendant, providing for the above-mentioned notice upon pack- 
ages of lubricants offered for sale, together with costs, and the 
costs of this appeal are to be taxed against the appellee. 





ZITTLOSEN Merc. Co. v. Boss. 


(219 Fed. Rep., 887.) 
Eighth Circuit, October 12, 1914. 


1. UNFAIR COMPETITION—DESCRIPTIVE TERMS. 

One who palms off his manufactures as those of another may be 
enjoined from so doing in an action for unfair competition, even 
though he commits the fraud by the use of names which are not 
subject to individual ownership as trade-marks. 
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2. UNFAIR COMPETITION—ADVERTISING. 

A manufacturer of grass catchers for lawn mowers advertised his 
product under the name “Easy Emptying” until he created a large 
demand for the article, and the two words came to have a secondary 
meaning with the public, as denoting the grass catcher made by him. 
A competitor having commenced in his catalogues, circulars and leaflets 
to describe a similar device as “Easy Emptying,’ an injunction was 
granted against the latter’s use of the phrase, although it had used 
the name only in connection with its corporate name and _ business 
address. ’ 

3. UNFAIR COMPETITION—-DEFENSES. 
In an action for unfair competition an injunction was_ properly 
granted, although defendant had ceased to use the objectionable name. 
In Equity. On final hearing. Appeal from a decree of 
the district court of the United States for the eastern district 
of Missouri. Affirmed as to questions of unfair competition. 
Howard G. Cook, of St. Louis, Mo. (James E. Garstang, 
of St. Louis, Mo., on the brief), for appellant. 


Frank A. Whiteley, of Minneapolis, Minn., for appellee. 


3efore SANBORN and SmiTH, Circuit Judges, and TrIeBEr, 
District Judge. 


TRIEBER, District Judge.—The appellee, plaintiff below, in- 
stituted this action to enjoin the appellant, defendant in the court 
below, from infringing his letters patent No. 701,255, issued 
May 27, 1902, No. 829,943, issued September 4, 1906, and No. 
1,039,355, issued September 24, 1912, for improvements in grass 
catchers for lawn mowers, and also unfair competition of the 
trade-name “Easy Emptying.” 

The defendant, in its answer, denied that the plaintiff was 
the first original and sole inventor of the devices set forth 
in the letters patent, and that they had not been in public use in 
the United States for more than two years prior to the plaintiff’s 
application of said letters patent. It then set up a large number 
of patents previously granted, which it is claimed anticipated 
plaintiff’s devices. It also pleads that said devices were not 
patentable, and the letters patent therefor are therefore void. 


It denies that the grass-catching devices made and sold by it 
were like or similar in kind to those set forth in plaintiff’s let- 


ters patent, and therefore denies that it has infringed them. 
It denies that plaintiff ever adopted the use of the words “Easy 
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Emptying” as a trade-mark for grass cutting devices for lawn 
mowers, or ever acquired any trade-mark valid in law in and 
to said words. It admits that it used the descriptive words 
“Easy Emptying” in its catalogues, circulars, and leaflets in con- 
nection with grass-catching devices, but only in connection with 
its corporate name and place of business clearly printed thereon, 
not only on the cover page, but on each and every page of said 
catalogues, circulars, pamphlets, and leaflets. It denies that it 
ever used the words “Easy Emptying” on grass-catching de- 
vices of its manufacture, and only used them in a descriptive 
sense; denies that their use under the circumstances stated has 
confused the purchasing public in the exercise of ordinary 
care, or persons who bought its devices, with those of plaintift’s 
manufacture, or that the public has in any wise been deceived 
or defrauded into purchasing its devices as and for those of 
plaintiff’s manufacture. It also claims that the words “ Easy 
Emptying” are not susceptible of exclusive appropriation as a 
trade-mark for grass-collecting devices, as they are wholly 
descriptive. 

After a hearing the district court adjudged all of the pat- 
ents valid (of patent No. 1,439,355, claims 1, 2, and 4), and also 
found that the defendant had been guilty of unfair competition 
in its use of the descriptive words “Easy Emptying” in connec- 
tion with the grass catchers for lawn mowers sold by it. An in- 
junction was granted and a reference made for an accounting 
of the defendant’s profits. The appeal is only to so much of 
the decree as relates to the finding of infringement of letters 
patent No. 1,039,355, and unfair competition in the use of the 
words “Easy Emptying.” The validity of the other letters pat- 
ent is conceded. (') 

* * * * * 

As to unfair competition, it is claimed on behalf of the de- 
fendant that, as the words “Easy Emptying” aptly describe the 
particular characteristic of the plaintiff’s device, they are de- 
scriptive, and therefore cannot be appropriated as a trade-mark. 
It is true, as held by this Court in Trinidad Asphalt Co. v. Stand- 


(1) The court’s discussion of the question of patent infringement 
has been omitted at this point. 
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ard Paint Co., 163 Fed., 977, 979; 90 C. C. A., 195, affirmed 220 
U. S., 446, 31 Sup. Ct., 456, 55 L. Ed., 536 [Reporter, vol. 1, 
p. 10], that no one can appropriate as a trade-mark a geograph- 
ical or generic name, or one descriptive of an article of trade, its 
qualities, ingredients, or characteristics, or any sign, word, or 
symbol which, from the nature of the fact it is used to signify, 
others may employ with equal truth. The same rule is recog- 
nized in Bristol Co. v. Graham, 199 Fed., 412, 117 C. C. A,, 
644 |Reporter, vol. 3, p. 9]. But, on the other hand, it is 
equally well settled that, if one palms off his manufactures as 
those of another, he may be enjoined, although he commits the 
fraud by the use of names which are not subject to trade-mark 
property. McLean v. Fleming, 96 U. S., 245, 24 L. Ed., 828; 
Chemical Co. v. Meyer, 139 U. S., 540, 11 Sup. Ct., 625, 35 
L. Ed., 247; Elgin National Watch Co. v. Illinois Watch Co., 
179 U. S., 655, 674, 21 Sup. Ct., 270, 45 L. Ed., 365; French 
Republic v. Saratoga-Vichy Co., 191 U. S., 427, 435, 24 Sup. 
Ct., 145, 48 L. Ed., 247; Shaver v. Heller & Merz Co., 48 C. 
C. A., 48, 59, 108 Fed., 821, 823, 832, 65 L. R. A., 878; Buzby 
v. Davis, 150 Fed., 275, 277, 278, 80 C. C. A., 163, 165, 166, 
to Ann. Cas., 68; Peck Bros. & Co. v. Peck Bros. Co., 113 Fed., 
291, 298, 51 C. C. A., 251, 258, 62 L. R. A., 81; Wolf Bros. 
& Co. v. Hamilton-Brown Shoe Co., 165 Fed., 413, 415, 91 
C. C. A., 363, 365; Samson Cordage Works v. Puritan Cordage 
Mills, 221 Fed., 603, 608 [Reporter, vol 4, p. 225]. 


In the Elgin Watch case it was held that: 


“The manufacturer of particular goods is entitled to the reputation 
they have acquired, and the public is entitled to the means of distinguish- 
ing between those and other goods; and protection is accorded against 
unfair dealing whether there be a technical trade-mark or not. The 
essence of the wrong consists in the sale of the goods of one manu- 
facturer or vendor for those of another.” 


In French Republic v. Saratoga-Vichy Co. it was said: 


“True, the name is geographical; but geographical names often ac- 
quire a secondary signification, indicative, not only of the place of manu- 
facture or production, but of the name of the manufacturer or producer 
and the excellence of the thing manufactured or produced, which enables 
the owner to assert an exclusive right to such name as against every 
one not doing business within the same geographical limits; and even 
as against them, if the name be used fraudulently for the purpose of 
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misleading buyers as to the actual origin of the thing produced, or of 
palming off the productions of one person as those of another.” 

In Wolf Bros. Co. v. Hamilton-Brown Shoe Co. this Court 
held: 


“While it is true that a geographical name may not be exclusively 
appropriated as a trade-mark, yet a party, having adopted a geographi- 
cal name as a designation of its goods, may be protected as against 
unfair trade. * * * In this case, while complainant is not entitled 
to relief upon the ground that the words ‘The American Girl,’ or the 
numeral applied to its several styles of shoes, are valid trade-marks, 
yet it is entitled to protection from their use by the defendant in a 
manner and under circumstances constituting unfair trade; the essential 
of the rule being that one person shall! not, in the sale of his goods, so 
act as to lead the public to believe that they are the goods of another.” 


In Hole-Proof Hosiery Co. v. Wallach Bros., 172 Fed., 859, 
97 C. C. A., 263, the same rule was applied to a descriptive word 
(hole-proof), not geographical. 

The record discloses that plaintiff has extensively adver- 
tised its grass catchers for lawn mowers under the name of 
“Easy Emptying” and has established a large demand for them; 
that the words have acquired a secondary meaning, indicating 
to the prospective purchaser that they are grass catchers manu- 
factured by the plaintiff, apparently to their satisfaction; that 
the defendant, in its catalogues, circulars, and leaflets, called 
another device of that nature “Easy Emptying,” thereby mis- 
leading purchasers into the belief that his grass catchers are the 
same as those made by plaintiff, and the Court below so found. 

It is also claimed by the defendant that it is not now, and 
has not for some time, been using this description. If this is 
true, the prohibition will do it no harm, and will no doubt be 
considered in the accounting. 

The decree of the Court below must accordingly be re- 
versed, and the case must be remanded to that court, with 
instructions to render a decree in favor of the complainant be- 
low which shall contain paragraphs 1, 2, 4, 8, 9, 10, and II, 
except that the words and figures ‘“‘and No. 1,039,355” shall be 
omitted therefrom, and the word “and” shall be inserted before 
the figures “829,943” therein, and 12, which shall omit all the 
other paragraphs of the former decree, and shall contain a new 
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paragraph to the effect that the device disclosed by claims 1, 2, 
and 4 of patent No. 1,039,355 is anticipated, as is that patent, 
by letters patent No. 701,255, and that the appellant pay four- 


sevenths and the appellee three-sevenths of the costs in this 
court. 
And it is so ordered. 





ScHIEBEL Toy & Novetty Co. v. CLARK. 
(217 Fed. Rep., 760.) 
Sixth Circuit, October 16, 1914. 


UNFAIR COMPETITION—] URISDICTION. 

In a suit brought for infringement of certain patents and for 
unfair competition, in which the parties to the action were citizens 
of the same state, the patents being held void, it was held that a 
federal court was without jurisdiction to determine the cause of 
action in unfair competition. 

On appeal from decrees of the circuit court of the United 
States for the western division of the southern district of Ohio, 
in favor of the defendant. 


William R. Wood, of Cincinnati, Ohio, for appellant. 
H. A. Toulmin and H. A. Toulmin, Jr., of Dayton, Ohio, 
for appellee. 


Before WARRINGTON, KNAPPEN and DENISON, Circuit 


Judges. 


WarrINGTON, Circuit Judge-——* * * The averments 
made in this respect (') are at best meager, and are confined to 
the two suits upon the Turner patents. The plaintiff corpora- 
tion was created under the laws of Ohio, and is located and 
doing business in the city of Dayton in that state; and the de- 
fendant is a citizen and resident of the same state and city. The 
amended bill upon the first Turner patent in form contains only 
one cause of action comprised in several counts. After the 


(1) With regard to the allegations of unfair competition. A part 
of the opinion relating to patent infringement has been omitted. 
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usual averments of infringement, it is stated that “in thus copy- 
ing your orator’s patents and designs” the defendant “had been 
guilty of unfair competition with your orator.” In the last 
amended bill in the suit upon the second Turner patent, plaintiff 
in turn introduces a second cause of action, and avers that de- 
fendant is using “designs, dies, and patents” of plaintiff in the 
manufacture of locomotive toys, “which are a close imitation” of 
plaintiff's toys, “and is selling the same in competition” with 
plaintiff ; that this has resulted in depriving plaintiff of “a large 
share of the goodwill,” etc., which, “but for the unlawful com- 
petition, it would have held and enjoyed.” 


In view of the invalidity of the Turner patents and the 
lack of diversity of citizenship, we do not think this Court has 
jurisdiction to pass upon the question of unfair competition. 
We are aware of decisions to the contrary. It is in effect said 
and with much force in some of the cases that a court once ac- 
quiring jurisdiction under an act of Congress, say in a patent 
or trade-mark suit, may determine an issue of unfair competi- 
tion, and this upon the principle that the court, having acquired 
jurisdiction for one purpose, may, in spite of the failure of that 
purpose, retain the case and determine other questions without 
respect to the citizenship of the parties; but we think this is 
opposed to the rule laid down respecting this class of cases in 
Leschen Rope Co. v. Broderick, 201 U. S., 167, 172, 26 Sup. 
Ct. 425, 50 L. Ed., 710, affirming decisions below; 134 Fed., 
571, 572, 67 C. C. A., 418 (C. C. A., 8th Cir.) approved and 
reaffirmed in Standard Paint Co. v. Trinidad Asph. Co., 220 U. 
S., 446, 460, 31 Sup. Ct., 456, 55 L. Ed., 536 [Reporter, vol. 1, 
p. 10]. See, also, Cushman vy. Atlantis Fountain Pen Co., (C. 
C.) 164 Fed., 94 by Judge Lowell; Bernstein v. Danwitz C. 
C.) 190, Fed., 604 [Reporter, vol. 2, p. 20] and citations; King 
& Co. v. Inlander, (C. C.) 133 Fed., 416, Meckey v. Grabowski. 
(C. C.) 177 Fed., 591, 592; Johnston v. Brass Goods Co. (D. C.) 
201 Fed., 368; Keasby & Mattison Co. v. Philip Carey Co. (C. 
C.) 113 Fed., 432. Contra,Onondaga Indian Wigwam Co. v. 
Ka-Noo-No Indian Mfg. Co. (C. C.) 182 Fed., 832, 833, Woods 
Sons Co. v. Valley Iron Works (C. C.) 166 Fed., 770. The 
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opinion of Judge Severens in Globe Wernicke Co. v. Fred Macey 
Co., 119 Fed., 696, 56 C. C. A., 304 (C. C. A., 6th Cir.), is ex- 
plained by the averment and fact of diversity of citizenship 
appearing in the record; and the opinion of Judge Knappen in 
Sampson Cordage Works v. Puritan Cordage Mills, 211 Fed., 
603; 128 C. C. A., 203 (C. C. A., 6th Cir.), [Reporter, vol 4, 
p. 225], discloses such diversity. 

The decree in case No. 2443, concerning the Clark patent in 
suit, is reversed and remanded, with costs, and the usual decree 
for injunction and accounting will be entered; and the decrees 
in cases Nos. 2444 and 2445 are each affirmed, with costs. 


UNITED STATES DISTRICT COURT 
Howarp Dust LeEss Duster Co. v. CARLETON, et al. 


(219 Fed. Rep., 913.) 


District of Connecticut, January 13, 1915. 


. UNFAIR COMPETITION—PARTIES. 

The maker of an article which is so imitative of other goods as 
to deceive the public, is jointly liable for infringement with the 
vendor of the confusing wares. 

. UNFAIR COMPETITION—NATURE. 

In an action for unfair competition alleged to consist of the 
imitation of goods, it is immaterial that the plaintiff has no exclusive 
right in any one element of the dress or packing of the article, either 
size, shape, coloring, lettering, wording or symbol. If the ensemble 
has come to be recognized by the public as an indication of origin, 
the plaintiff will be held entitled to the protection asked. 

. UNFAIR CoMPETITION—INTENT. 

As the purpose to be effected by an injunction in cases of unfair 
competition is not primarily to protect the purchasers but to secure 
to the manufacturer all legitimate profits, the good faith or lack of 
good faith of the defendant is immaterial. 

. UNFAIR COMPETITION—DECEPTION OF PURCHASERS. 

It is not alone the deception .of careful buyers that is to be con- 
sidered. If any class of purchasers is likely to be deceived, an in- 
junction will be granted. 


In Equity. On final hearing. For earlier decisions in this 
case on demurrer and motion, see Reporter, vol. I, pp. 110, 225. 


Oliver Mitchell of Boston, Mass., for plaintiff. 
Willard B. Luther, of Boston, Mass., for defendants. 
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Tuomas, District Judge.—This is a bill in equity by the 
plaintiff for alleged unfair competition by the defendants. In the 
bill as originally filed, L. Clinton Carleton was sole defendant. 
The substantial allegations of the bill are that the plaintiff was 
engaged in the manufacture and sale of a dust cloth put out 
in a distinctive package with a distinctive circular, and that 
the plaintiff was a pioneer in making and so marketing such 
cust eloth; that this dust cloth was made of a specially woven 
cheesecloth under a secret process, which imparted to it special 
dust-retaining characteristics, and the material for which was, 
before being submitted to the secret process to prepare it for a 
dust cloth, dyed black, and that the dyeing process was adopted 
by the plaintiff as a means of giving it a distinctive appear- 
ance; also that this dyeing has no other purpose than to give 
the article a distinctive appearance, since this color functionally 
is somewhat disadvantageous, in that the dust collected shows 
more plainly upon the black-colored cloth than it would upon 
cloth uncolored. 

The bill of complaint also alleges that the plaintiff has ex- 
pended a large amount of money in building up and developing 
the trade connected with the sale and manufacture of these ar- 
ticles, and has put this dust cloth upon the market in packages 
of a certain size and color, which was the scheme for the outer 
wrapper of the duster as marketed, and that the defendant 
Carleton, who was a former agent of the plaintiff, was putting 
out an imitation thereof in an imitative package and with a cir- 
cular similar to the plaintiff’s, which package was adapted to be 
used, and was used, by dealers for the purpose of substitution 
as and for plaintiff’s dust cloth. 


The bill of complaint then prayed for an injunction that 


the defendant be restrained :, 


‘tI. From selling or offering for sale dust cloths so colored as to 
present substantially the same visual appearance as complainant’s dust 
cloth, and particularly from selling or offering for sale dust cloths 
dyed black, in imitation of complainant’s dust cloth. 

“2. From selling or offering for sale dust cloths so packed or dressed 
as to be likely to be confused with complainant’s package.” 


The bill of complaint has annexed to it a specimen of the 
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plaintiff's package and of the defendant’s package, marked, re- 
spectively, “Complainant’s Exhibit A” and “Complainant’s Ex- 
hibit B.” 

There was a demurrer to this bill by the defendant Carleton, 
upon which the Court reached the conclusion that the first prayer 
for relief should be granted, and overruled the demurrer. (C. 
C.), 185 Fed., 999, | Reporter, vol. 1, p. 110}. 

Six days subsequent to the filing of the opinion overruling the 
demurrer, the plaintiff and defendant Carleton entered into a 
stipulation that the overruling of the demurrer should be treat- 
ed as a final disposition of the cause, and that final judgment 
might be entered accordingly. Subsequently a motion was made 
Ly Carleton to set aside this stipulation, on the ground that the 
defendant did not dye his dust cloth black, but purchased it in 
the open market from a dealer. This motion was granted, for 
the reason that it was made to appear in the moving papers 
that the defendant did not dye his white cheesecloth at all, but 
hought the cloth dyed from an alleged competitor, the Tate 
Manufacturing Company, and that this practice of dyeing cheese 
cloth black was not original with the plaintiff, but had been 
in use by others than the plaintiff for many years. (C. C.), 
187 Fed., 472, | Reporter, vol. 1, p. 225 

Thereupon, and subsequent to the decision setting aside 
the stipulation, the plaintiff advertised in its trade circular that 
it had obtained an injunction against selling or offering for sale 
dust cloths dyed black. 

Thereafter the defendant, the Tate Manufacturing Company, 
which had, with the permission of the Court, intervened as a 
co-defendant subsequent to the filing of the second opinion, filed 
a petition of contempt against the plaintiff and its two managing 
officers, alleging that this trade circular advertisement did not 
accurately state the decision as it was finally made, and was 
therefore in contempt. No action has ever been taken on this 
petition. Subsequently the Court issued ex parte, without any 
opinion, a temporary restraining order against plaintiff, re- 
straining a violation of the second prayer for relief in this 
petition. 


Later on the plaintiff prepared and published a new cir- 
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cular, in which the page on which it appeared was changed as 
a whole, although the advertisement itself remained unchanged. 

Separate answers were filed by the defendants, which are 
substantially identical, both of which deny the material aver- 
ments of the complaint. 

In view of the history of the case and of the evidence pre- 
sented on final hearing, the question of coloring, per se, may 
be and- is eliminated as an issue, and the only question, irre- 
spective of the question of contempt, on the above pleadings 
and proofs, is whether the defendants have made, sold, or of- 
fered for sale dust cloths so packed or dressed as to be likely to 
be confused with plaintiff’s package. If the defendant, the Tate 
Manufacturing Company, has made and sold its dust cloths to 
Carleton, which the latter sold, so that they may or have been 
actually used by Carleton so as to mislead the public, it became 
a joint tort-feasor with Carleton, and is guilty of contributory 
infringement of plaintiff’s rights; the means of deceiving pur- 
chasers giving a right of action. Hennessy v. Herrmann (C. 
C.) 89 Fed., 669; Hildreth v. Sparks Mfg. Co. (C. C.), 99 
Fed., 484; Reading Stove Works v. S. M. Howes Co., 201 Mass., 
437, 87 N. E. 751, 21 L. R. A. (N. S.), 979. The principle 
governing the infringement of combination patents, that to make 
or sell a single element with the intent that it shall be united to 
the other elements in an infringement, is applicable. Heaton- 
Peninsular Button-Fastener Co. v. Eureka Specialty Co., 77 
Fed., 288, 297, 25 C. C. A., 267, 35 L. R. A., 728; Cortelyou 
et al. v. Lowe et al., 111 Fed., 1005, 49 C. C. A., 671. Here 
the existence of such intention is a clear inference from the 
testimony. 

And it is immaterial whether the plaintiff has no exclusive 
right in any one element of the dress or packing of the article, 
size, shape, coloring, lettering, wording, or symbol, so long as 
the ensemble has come to be a public guarantee or origin and 
quality. If it has, and the proofs show that it has, the plaintiff 
is entitled to protection against the unfair competition of a com- 
petitor. Enoch Morgan’s Sons Co. v. Ward, 152 Fed., 690, 
&1 C. C. A., 616, 12 L. R. A. (N. S.) 720. 


As was said by Mr. Justice Holmes, then of the supreme 
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judicial court of Massachusetts, in New England Awl Co. v. 
Marlborough Awl Co., 168 Mass., 154, 156, 46 N. E., 386, 
387 (60 Am. St. Rep., 377): 


Jil 


“Of course, a person cannot claim the monopoly of a color in con- 
nection with a particular line of trade, and very likely not in connection 
with the labels of a certain kind of goods generally. But the most 
universal element may be appropriated as the specific mark of a plaintiff's 
goods, if it is used and claimed only in connection with a sufficiently 
complex combination of other things.” 

And if there is added an inscription which both in its 
pictorial aspect and its meaning was calculated to confuse, if 
not to deceive, the plaintiff is entitled to an injunction. New 
England Awl Co. v. Marlborough Awl Co., supra; Enoch Mor- 
gan’s Sons Co. v. Whittier Coburn Co. (C. C.), 118 Fed., 657, 
661; Hildreth v. D. S. McDonald Co., 164 Mass., 16, 41 N. E., 
56, 49 Am. St. Rep., 440; N. K. Fairbank Co. v. R. W. Bell 
Mfg. Co., 77 Fed., 869, 23 C. C. A., 554; Lever v. Goodwin, 
L. KR. 36 Ch. Di, 1. 


The sole question in such cases is: Does the adoption of 


the collocated features of the plaintiff’s style of dress disclose 
a differentiation from that previously adopted, and by which the 
public has come to recognize the plaintiff's product? De Long 
Hook & Eye Co. v. Francis Hook & Eye & Fastener Co. (C. 
C.), 139 Fed., 146, 149. 

Indeed, the test of infringement in such cases is the same as 
applied in design patents; that is, whether ordinary purchas- 
ers would be misled by the similarity between the designs in 
controversy. Walliams v. Brooks, 50 Conn., 278, 279, 47 Am. 
Rep., 642, citing Gorham Co. v. White, 14 Wall., 511, 20 L. 
Ed., 731. 


1 
i> 


And as the purpose to be effected by an injunction in cases 
of unfair competition is not primarily to protect the purchasers, 
but to secure to the manufacturer the profit to be derived from 
the sale of his goods from all who may desire and intend to 
purchase them, the fact that the defendants may have acted in 
good faith and believed they were not infringing the plaintiff’s 
rights is immaterial; the injury to the plaintiff remains the 
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same. It is the liability to injury and an actual infringement 
which the remedy may be invoked to prevent. /Villiams v. 
Brooks, supra; Vulcan v. Myers, 139 N. Y., 364, 34 N. E., 904; 
N. K. Fairbank Co. v. Luckel, King & Cake Soap Co., 102 Fed., 


' 327, 42 tae OF A., 370. 


Furthermore, the fact that careful buyers may not be de- 
ceived does not materially affect the question; it only shows 
that the injury is less, not that there is no injury. Another class 
of purchasers may be deceived, and, if they may be, the plain- 
tiff is entitled to an injunction. Collinsplatt v. Finlayson (C. C.), 
88 Fed., 693; Meriden Britannia Co. v. Parker, 39 Conn., 450; 
12 Am. Rep, 401; International Silver Co. v, Roger’s Corpora- 
tion, 67 N. J. Eq., 646, 650, 60 Atl., 187, 110 Am. St. Rep., 
506, 3 Ann. Cas., 804; Reading Stove Works v. S. M. Howes 
Co., supra; 201 Mass., 440, 87 N. E., 751, 21 L. R. A. (N. S:), 
979; Lever v. Goodwin, supra, 3; Saxlehner v. Eisner & Mendel- 
son Co., 179 U. S., 19, 41, 21 Sup. Ct., 7, 45 L. Ed. 60. 

In Celluloid Mfg. Co. v. Cellonite Mfg. Co., (C. €.) 32 
Fed., 94, 97, Mr. Justice Bradley said: 

“Similarity, not identity, is the usual recourse when one party seeks 
to benefit himself by the good name of another.” 

Tested by these rules, I am satisfied that the Plaintiff’s Ex- 
hibit B, annexed to the complaint, is a substantial infringement 
of Plaintiff's Exhibit A, and that an injunction should issue 
against the defendants, restraining them from manufacturing, 
selling, putting up, or offering for sale the particular form of 
package which has been referred to in the bill of complaint and 
put in evidence as Plaintiff’s Exhibit B, or any part thereof, or 
any other form of package, or any part thereof, which shall, by 
reason of the collocation of size, shape, colors, lettering, spac- 


ing, and ornamentation, present a general appearance as closely 
resembling Plaintiff’s Exhibit A referred to in the bill, as 
does the said Plaintiff’s Exhibit B. 


The Tate Manufacturing Company has not, under the cir- 
cumstances, been damaged by the advertisement referred to, 
which is the subject of the petition for contempt; and although 
the advertisement and its repetition may have been ill-timed and 
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ill-advised, they did not embarrass, impede, or obstruct the ad- 
ministration of justice. The petition for contempt, therefore, 
is denied. 


Decree accordingly. 


THERMOGENE Co., Lrp. v. THERMOZINE Co., INc. 
Southern District of New York, March 29, 1915. 


TRADE-MARKS—INFRINGEMENT—CONFLICTING MARKS. 
“Thermozine” held an infringement of “Thermogene.” 


In Equity. On motion for a preliminary injunction. 


Hervey, Barber & McKee, of New York City, (Lanier 
McKee of counsel), for plaintiff. 
Edward H. Daly, of New York City, for defendant. 


LACOMBE, J.—On March 18, 1902, plaintiff's assignor ob- 
tained a United States registered trade-mark which “consists 
of the arbitrarily-selected word-symbol, “Thermogene.” ‘The 
class of goods to which it was appropriated is surgical appli- 
ances. Defendant is selling goods of the same class under the 
name “Thermozine,” which is manifestly a colorable imitation 
of complainant’s trade-mark. By what inadvertence it hap- 
pened that the officers of the Patent Office registered, as de- 
fendant avers, “in or about the year 1g10” the trade-mark 
“Thermozine” as belonging to defendant, does not appear. 
But whether or not it was so registered, it is, nevertheless, an 
infringement of complainant’s trade-mark. 

The motion is granted. 


NEW YORK SUPREME COURT 


(New York Law Journal, March 13, 1915.) 


FINLAY Vv. KANE. 


Special Term, New York County, March 12, 1915. 
TRADE-MARKS AND TRADE-NAMES—INFRINGEMENT. 

The owner of the trade-mark “Guardias” procured an injunc- 
tion against a competitor, forbidding his further use or imitation 
of this mark. The defendant advertised that he had discontinued the 
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use of the mark “Guardias” and had adopted the word “Carson’s” 
as a trade-mark because of falsifications and litigation against him. 
Such advertising was held likely to confuse the public and the de- 
fendant was fined for flagrant and wilful disobedience of the in- 
junction. 


In Equity. On motion to punish defendant for contempt. 


Ely & Fuller, of New York City, for plaintiff. 
Honnecker, Roth & Davis, of New York City, for defend- 
ant. 


LEHMAN, J.—The plaintiff has been adjudged to be the 
owner and proprietor of two certain preparations known as 
“Depurative Guardias” and “Unguento Guardias” and has 
secured two separate judgments enjoining the defendants from 
putting up, selling or offering for sale the said preparations in 
packages similar in appearance to the packages in which the 
said preparation sold by the plaintiff is inclosed, or in any 
packages bearing the name Depurative Guardias or Guardias 
Blood Purifier or Unguento Guardias or Guardias Ointment, 
or any imitation of said name, or bearing said label device, trade- 
marks or any imitation of said label device or trade-mark. The 
judgments further provided that the defendants deliver to the 
plaintiff the formulas of the said preparations. The plaintiff 
now seeks to have the defendant Kane and his agent, J. Fred- 
erick Kane, adjudged in contempt by reason of their alleged 
disobedience of the two injunctions. It appears undisputed that 
the respondents are selling preparations under the name of 
Unguento Carson or Carsons Ointment and Depurative Carson 
Universal or Carsons Universal Blood Purifier. It further ap- 
pears that they have advertised and stated in various ways that 
they have discontinued the use of the name “Guardias,” but 
are putting up their preparations under the name of “Carsons” 
because of falsifications and patent litigations, thus leading the 
public to believe that the preparations now put up by them are 
the Guardias preparations, or at least tending to divert to their 
own benefit the value of the trade-name and reputation ac- 
quired through the exploitation of the Guardias products. It 
furthermore appears that the respondents are selling the Carsons 
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Ointment in boxes strikingly similar to those used in selling 
Guardias Ointment, though wrapped up in packages of different 
color and wording. The plaintiff claims that by these facts he 
has shown a disobedience of the judgments; firstly, in that the 
respondents are still manufacturing under the secret formula 
adjudged to be the property of the plaintiff; and, secondly, i 
that they are selling their preparations as Guardias preparations. 
I do not find that plaintiff’s first contention can be sustained. 
There is really no proof that the Carson preparations contain 
the same ingredients as the Guardias preparations and there is 
affirmative proof that they contain other ingredients. Moreover, 
there is some evidence that the secret formula is in fact a for- 
mula generally known to the profession. The defendants have 
not been forbidden to manufacture ointments or blood purifiers 
which the general public have a right to manufacture. They 
have, however, been expressly adjudged to have no property 
right in the formula or name of Guardias, and in effect they 
have been enjoined from interfering with the property rights 
of the plaintiff in said formula and name. It is immaterial that 
the judgment does not in express terms forbid them from ad- 
vertising their preparations as the successors of the Guardias 
preparations. This is necessarily an implied part of the in- 


junction, and it must be considered in determining whether they 


are disobeying the injunction by selling their preparation in 
packages bearing an imitation of said name or trade-mark. In 
my opinion, they have flagrantly and willfully disobeyed the in- 
junction. Their acts certainly tended to deceive the public. 
if they desire to continue to manufacture an ointment and blood 
purifier their preparations must be marketed in a manner that 
will not lead the public to believe that their preparations are 
Guardias preparations under another name. Since they have 
chosen to advertise themselves practically as the successors of 
Guardias, they have put themselves in a position where they 
should be required to market their production in a manner that 
cannot possibly carry their deception further. The sale in 
packages bearing any similarity at all, however slight, to the 
Guardias packages, must under these circumstances be con- 
sidered a direct disobedience of the injunctions. Respondents 
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are therefore fined the sum of $250 and $10 costs in each action. 
Payment of the fine by the principal to cover also the acts of 
his son. Settle order. 


REPETTI Vv. REPETTI, INC., et al. 


(New York Law Journal, March 30, 1915.) 


Special Term, New York County, March 29, 1915. 


1. UNFAIR COMPETITION—TRADE-NAMES—PERSONAL NAMES, 
A man may not be enjoined from the use of his family name as 
a trade-name unless such use be deceptive. 
2. UNFAIR COMPETITION—SUITS—PARTIES. 
A manufacturer and a retailer were held improperly joined as 
parties defendant in an action for unfair competition. 
H. D. Nims, of New York City, attorney for plaintiff. 
Palmer & Serles, of New York City, attorneys for defend- 
ants, Louis Repetti, Inc. and Charles, Louis and Louise 
Repetti. 
Newberg & Callan, of New York City, attorneys for de- 
fendant, Joshua Sicard. 


NeEwsurcer, J.—In April, 1905, the defendant Charles 
Repetti registered the name Repetti as a trade-mark under the 
Federal Act, as well as the peculiar script in which the name is 
used. In December, 1905, a corporation known as the Repetti 
Company was formed, and said defendant conveyed his busi- 
1iess to such corporation. In 1911, the corporation became bank- 
rupt. In May, 1911, the plaintiff company bought all the assets 
of the bankrupt concern, including all its formulas, trade-marks, 
trade-names and good will. In May, 1911, the defendant Louis 
Repetti and others organized the defendant corporation Louis 
Repetti, Inc., and manufactured candy and confectionery. The 
plaintiff seeks to enjoin the defendants from using the name 
of Repetti, and from the use of certain boxes and wrappers upon 
the ground that they misrepresent themselves as plaintiff’s suc- 
cessors in their advertisements, and put up their goods so that 
unscrupulous dealers are selling Louis Repetti candy for Repetti. 
As to the defendant Sicard, it is claimed that in October, 1912, 
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le purchased from the plaintiff the store and contents at Broad- 
way and Seventy-fourth street, and that said Sicard under the 
bill of sale was permitted to display the name Repetti, but only 
upon the condition that the defendant continue to sell the plain- 
tiff’s product exclusively. Plaintiff claims that the defendant 
Sicard has discontinued selling the products of the plaintiff, 
and refuses to take the signs from the store bearing the name 
of Repetti. The evidence is conflicting and doubtful, and I am 
of the opinion that the joinder of the defendants in this case 
is not proper. If the plaintiff is entitled to a remedy against 
the defendant Sicard, it is certainly independent of any remedy 
it may have as against the defendants Repetti. I can find no au- 
thority for the joinder of the defendants in this action. The 
use of the name Louis Repetti is not in violation of the rights 
of the plaintiff, and as the advertisement and placards com- 
plained of have been answered and disavowed by the defendants 
the motion for an injunction pendente lite will be denied. 


SIERING v. PLUCKER, AHRENS, et al. 
(New York Law Journal, February 26, 1915.) 
Special Term, New York County, February 25, 1915. 


UNFAIR COMPFTITION—PFRSONAL NAMES AS TRADE-NAMES. 

Where a man has made his name a valuable trade-name in several 
lines of trade, the purchasers of the good will and business of one 
of these branch industries are not entitled to use the name of the 
former owner as a trade-name, but may advertise the fact that they 
are his successors in that particular branch of the business. 


In Equity. On motion for a permanent injunction. 


Cornell, Lockwood & Jeffery, of New York City, for plain- 
tiff. 
Theodore F. Kuper, of New York City, for defendants. 


HeENprIck, J.—Plaintiff is entitled to the exclusive use of 
the name “Charles Meyer,” under which he does business. The 
defendants by their purchase of the good will and business of 
Charles Meyer, that is, that branch of the business confined to 
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wigmaking, while they are not entitled to the use of the name 
“Charles Meyer,” may by any lawful means advertise and make 
known the fact that they are the successors of Charles Meyer, 
wigmaker. The parties to the action peacefully conducted their 
respective parts of the business of the late Charles Meyer for 
a period of over ten years, and the acts now complained of are 
trivial. However, I will grant plaintiff judgment as indicated 
by the findings passed upon, but without costs. Settle decision 
and judgment on notice. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


THE Rookwoop Porrery Co. v. THE A. WILHELM Co. 


(2t2 ©. G.,. 1661:) 
January 4, 1915. 


. TRADE-MARKS—Goons OF THE SAME DESCRIPTIVE PROPERTIES. 
Pottery and enamel paint are not goods of the same descriptive 
properties. 
2, TRADE-MARKS—OPppPosITIONS—NOTICE. 
Objections not included in the notice of opposition may not be 
raised in opposition proceedings. 
. TRADE-MARKS—OPppPosITION S—NOTICE—DIS MISSAL. 
An opposition will not be dismissed because the notice fails to 
allege actual confusion between the marks; to allege the likelihood 
of confusion is sufficient. 


For the decision of the commissioner of patents, see Re- 
porter, vol. 4, p. 174. 


W. F. Murray for the appellant. 
Melville Church for the appellee. 


Van OrspeEL, J.—This is an appeal from the decision of 
the commissioner of patents sustaining a motion to dismiss a 
notice of opposition filed by appellant, opposing the registration 
by appellee of the word “Rookwood” as a trade-mark for enamel 
paint. 

The grounds of the opposition stated in appellant’s notice 
are as follows: 
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1. That the Rookwood Pottery commenced to manufacture in Cin- 
cinnati, in the year 1880, a high grade pottery, to designate which as 
your petitioner’s product, it adopted the word “Rookwood,” which word 
had not theretofore been used by anyone as a trade-mark; that the 
Rookwood Pottery, in the year 1890, was incorporated as the Rookwood 
Pottery Company; that the pottery manufactured by it, since the year 
first mentioned, has been sold by your petitioner in all the States of the 
United States, and in foreign countries, as “Rookwood”; and that the 
word “Rookwood,” used in connection with pottery, indicates to the 
public that it is a product of your petitioner, and is a guarantee of its 
artistic merit. 

2. That your petitioner, since the year 1880, has given the articles 
in the course of production, a covering of enameling or glazing material, 
se is then heated and gives the articles an enamel or glazed surface. 

That the terms enamel and glaze and the terms enameling or glaz- 
ing <del are used interchangeably both by those skilled in the 
ceramic art and by the public. 

4. That the use of the word “Rookwood” by another, upon an 
enamel or similar goods, would tend to deceive the public as to the 
origin of the goods, would lead the public to believe that by using the 
enamel it could obtain the characteristic quality of the Rookwood ware, 
either upon pottery or upon other articles of manufacture, and would 
injure your petitioner; and that the registration of this trade-mark 
“Rookwood,” by The A. Wilhelm Company, would greatly damage your 
petitioner. 


The motion to dismiss challenges the likelihood of the 
mark, when used on the respective goods of the contending 
parties, to create confusion in trade. It was upon this point 


alone that the commissioner of patents sustained the motion and 
cismissed the notice of opposition. 


Section 5 of the trade-mark act of February 20, 1905, pro- 
hibits the registration of a- 


trade-mark owned and in use by another, and appropriated to merchan- 
dise of the same descriptive properties, or which so nearly resembles a 
registered or known trade-mark owned and in use by another, and ap- 
propriated to merchandise of the same descriptive properties, as to be 
likely to cause confusion or mistake in the mind of the public, or to de- 
ceive purchasers. 


It will be observed that the prohibition is two-fold—(1) 
where the marks used on merchandise of the same descriptive 
properties are the same, and (2) where the marks so used so 
nearly resemble each other as to be likely to confuse the public 
or deceive purchasers. In Walter Baker & Co. v. Harrison (32 
App. D. C., 272, 138 O. G., 770, 1909 C. D., 284) the statute 
was construed as prohibiting the use of a mark when applied 
to goods of the same general class as those designated by a sim- 
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ilar mark owned and in use by another. In this case, the parties 
are each using the same mark. The question is, whether the 
merchandise upon which the respective parties use this mark 
belongs to the same general class? The mark is used by 
appellant upon pottery-ware and by appellee on enamel paint. 
It is urged by counsel for appellee, and so held by the tribunals 
of the patent office, that there is no similarity between enamel 
paint, fhe product of appellee, and pottery, the product of ap- 
pellant. On the other hand, it is urged by counsel for appellant 
that the question here is not the dissimilarity between paint and 
pottery-ware, but the similarity between the enamel paint of 
appellee and the enamel used by appellant to produce the glazed 
finish on its pottery. 

The contention of appellant would have force if it applied 
the trade-mark to the enamel used in producing the glazed finish 
on its ware, but it is applied to pottery. The statute limits the 
prohibition of the use of similar marks to their use on articles 
of merchandise of the same descriptive properties. In Walter 
Baker & Co. v. Harrison, supra, this Court held: 


Things may be said to possess the same descriptive properties when 
they can be applied to the same general use. 

While it is true that enamel is an element used in manufac- 
turing the product of appellant, yet the completed article is of 
a nature manifestly different from the enamel used. They can- 
not be applied to the same general use. We have no difficulty 
in agreeing with the commissioner of patents that the paint of 
appellee and the pottery-ware of appellant are not merchandise 
of the same descriptive properties. 


It is urged that the mark cannot legally be registered by 
appellee, since it is the distinguishing part of the corporate name 
of appellant company. The use of a corporate name is for- 
hidden by statute. (Asbestone Co. v. Philip Carey Mfg. Co., 41 
App. D. C., 507, 200 O. G., 857, 1914 C. D., 146 [Reporter, 
vol. 4, p. 161].) This objection, however, is not set out in the 
notice of opposition, and, however mandatory the statute may 
be upon the commissioner of patents in determining the legal 
registrability of a trade-mark, it may be waived by an opposer. 
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It was optional with appellant to oppose or not, and as to any 
matter not set out in the notice of opposition, it is as if no 
notice had been filed. The objection, therefore, is not available 
at this late stage in the proceedings. 

It may be suggested that the criticism of counsel for appellee 
that appellant’s notice is subject to dismissal because it does not 
allege that confusion has actually occurred as a result of the use 
of the mark by the respective parties is without merit. The 
statute is prospective, in that it forbids the registration of a 
mark which is /ikely to create confusion in the public mind, or 
is likely to deceive purchasers. It is not necessary that actual 
confusion be shown; the mere probability of confusion is suf- 
ficient. This appeal, however, is disposed of upon the ground 
alone that the merchandise of the respective parties on which 
the mark is used do not possess the same descriptive properties. 

The decision of the commissioner of patents is affirmed, 
and the clerk is directed to certify these proceedings as by law 
required. 


THE B. V. D. Company v. Porrerr. 
(213 O. G., 361.) 
January 4, 1915. 


TRADE-M ARKS—INFRINGEMENT—CONFLICTING MARKS. 
The marks “B. V. D.” and “P. C. G.” do not conflict. 


For the decision of the commissioner of patents, see Re- 
porter, vol. 4, p. 47. 


Hans V. Briesen for the appellant. 
Eugene C. Brown for the appellee. 


SHEPARD, C. J—On Noveuwer 11, 1912, Potterf filed ap- 
plication for the registration of a trade-mark of a device con- 
sisting of letters P. C. G., alleging that the same had been used 
as a trade-mark for combination-garments, shirts, and drawers 
im commerce among the several states. The application having 
been allowed and published, the B. V. D. Company filed an 
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opposition to the registration. The opposer alleged that it was 
incorporated in 1908 and is now, and has been for several years 
past engaged in the distribution and sale of articles of wearing- 
apparel among which are shirts, drawers, and union suits; 
that it has continuously since its organization applied to all 
articles marketed by it a certain arbitrary, distinctive and dis- 
tinguishing trade-mark, to wit, the letters B. V. D., and has 
continuously throughout the years of its existence caused the 
said mark to be placed upon every article of merchandise sold 
by it; that it has expended large sums of money in popularizing 
said wearing-apparel and to make known the same as B. V. D. 
goods ; that said company is the sole and exclusive owner of the 
said trade-mark for wearing-apparel; that said trade-mark B. 
V. D. was registered in the United States Patent Office Feb- 
ruary 27, 1906. 

With respect to the applicant the opposer is informed and 
believes, and, therefore, avers that the applicant is not a manu- 
facturer of garments or of the particular garments mentioned in 
his application; that the said applicant, not being a manufac- 
turer does not employ any trade-mark and is not the owner of 
any trade-mark and does not affix any trade-mark and par- 
ticularly not the trade-mark shown in the application to any 
garments of his manufacture, and is therefore not entitled to 
registration; that applicant on the 18th day of October, 1910, 
obtained United States Letters Patent for a certain combination- 
garment and said applicant is engaged in licensing to others to 
make and sell such of these said patented garments and that it 
is such licensees and not the applicant who make the specific 
garments set out in the particular description mentioned in ap- 
plicant’s application, that such licensed manufacturers have their 
own trade-marks which in no wise conflict with the opposer’s 
trade-mark, but are obligated by their license contract with the 
applicant to make the garments with the letters P. C. G., and 
that the designation P. C. G. is therefore in no way a trade- 
mark either of the licensed manufacturers or of the patentee 
inasmuch as said letters do not designate or identify the ori- 
gin or ownership of the goods and the opposer charges that 
the said letters P. C. G. were selected simply because the B. V. 
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I). trade-mark had achieved such enormous popularity, and be- 
cause he was desirous of imitating the B. V. D. trade-mark. 
That such letters P. C. G. are not essential or necessary but in- 
numerable fair, non-imitative trade-marks were open to the ap- 
plicant to be employed to designate the patented garments made 
Ly the licensee. 

The opposer further showed that the specimens filed with 
the application of the applicant are specimens of labels used not 
by the applicant but by the Klaas Shirt Company and that ap- 
plicant’s oath to the effect that no other person, firm or cor- 
poration has the right to use the said trade-mark is a false oath 
and renders the entire application void. 

The opposer further says that garments marked P. C. G. 
give unscrupulous retailers opportunity and occasion to palm 
off merchandise so marked as and for the genuine B. V. D. 
product, and that unscrupulous retailers throughout the United 
States frequently assert with respect to competitive practice 
that they are made by the same people who make B. V._D. 
goods and that such retailers dealing in P. C. G. garments will 
thus be enabled to make such statements more plausibly by say- 
ing that these garments are B. V. D. goods bearing their “per- 
fect combination garments” label. That P. C. G. not being ap- 
plicant’s trade-mark is a mere trick and device and part of 
an unlawful scheme of unfair competition; that the said letters 
do not indicate origin or ownership but obscure the origin so 
as to make garments marked therewith capable of substitution 
for the genuine B. V. D. goods. That the opposer will be great- 
ly damaged if the Government should give its sanction to the reg- 
istration of trade-marks like the one herewith opposed ; that such 
registration will give the application an apparent prima facie right 
to the sole and exclusive use of the said alleged trade-mark ; 
that such a registration would be interpreted in the trade as gov- 
ernmental authority for the applicant and its customers and re- 
tailers to continue the practice in which they are engaged; that 
the registration of the trade-mark will give the applicant the 
prima facie right to the sole and exclusive use of the alleged 
trade-mark, and if registered would give the applicant an ap- 
parent or prima facie title to market underwear unnecessarily 
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with three non-related capital letters, a mere equivalent of the 
opposer’s mark under color of right; that such apparent right 
would enable applicant to palm off upon the public through his 
customers the applicant's underwear as and for the genuine 
underwear of the opposer. 

Motion to dismiss the opposition was made on the follow- 
ing grounds: 

That the trade-mark sought to be registered, namely: 
P. C. G., does not so closely resemble the trade-mark of the op- 
poser—B. V. D.—as to cause confusion in the mind of the 
public or to deceive purchasers. 

2. That said notice of opposition fails to set up any facts 
which tend to controvert the right of applicant to secure reg- 
istration of the trade-mark sought to be registered, or any facts 
of which this tribunal is required to take cognizance or which re- 
quire any answer or defense thereto. 

This motion was sustained by the examiner of interferences 
who held that there was no resemblance between the two trade- 
marks. 

On appeal to the commissioner the decision of the exam- 
iner of interferences was sustained, the commissioner saying 
that the— 


opposer contends that no one has the right to use three detached capital 
letters on this class of goods. This contention cannot be sustained. It 
is well known that detached capital letters are used as trade-marks for 
many classes of goods. The only question to be considered, therefore, is 
whether the mark used by the applicant so nearly resembles that used 
by the opposer as to be likely to cause confusion in the trade and de- 
ceive purchasers. In my opinion it does not. * * * Opposer, however, 
having used neither the mark sought to be registered by the applicant 
nor one so similar thereto as to be likely to cause confusion in the minds 
of the public, has no standing in this opposition, and therefore no right 
to urge other grounds for the refusal of the registration. 


The B. V. D. Company have appealed from that decision. 

The commissioner was clearly right. There is no such 
similarity between the trade-mark of the applicant and that of 
the opposer which is likely to produce any confusion in the 
trade. The opposer has not shown that he would sustain any 
possible damage by the registration of the trade-mark. 


The second ground that is urged in the opposition to the 
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effect that the P. C. G. trade-mark has not been is actual use 
by the applicant cannot be entertained. (Hump Hairpin Co. v. 
De Long Hook and Eye Company, 39 App. D. C., 484, 490, 190 
O. G., 1032, 1913 C. D., 393 | Reporter, vol. 3, p. 238].) In that 
case the same question was presented. It was said: 


The opponent also challenges the sufficiency of the evidence of the 
Hump Hairpin Company to show its actual use of the mark as a trade- 
mark for hairpins in commerce among the States, or with foreign nations. 
This is a question which the opponent cannot raise, having shown no in- 
terest that is not common to the general public. The commissioner of 
patents, represents the public interest in trade-mark applications as he 
does in applications for patents. If satisfied with the showing made 
by an applicant, he passes it for publication, and no opposition can be 
entertained thereto save by one who can show an interest in the subject- 
matter entitling him to claim that he would be damaged by the registra- 
tion of the trade-mark by another person. (Battle Creek Sanitarium Co. 
v. Fuller, 30 App. D. C., 411, 416, 134 O. G., 1299, 1908 C. D., 370.) 


The decision is affirmed and the clerk will certify this de- 
cision to the commissioner as required by law. 





THE GoopYEAR TIRE AND RUBBER COMPANY V. THE REPUBLIC 
RUBBER COMPANY. 
(213 O. G., 362.) 
March 1, 1915. 
TRADE-M ARKS—INFRINGEMENT—CONFLICTING MARKS. 
A black stripe, helically placed, and a blue stripe, circumferen- 


tially placed, as trade-marks for elastic vehicle-tires, do not conflict. 


For the decision of the commissioner of patents, see Re- 
porter, vol. 4, p. 449. 


C. E. Humphrey and Theo. K. Bryant for the appellant. 
Wm. E. Dyre and H. D. Williams for the appellee. 


SHEPARD, C. J.—This is an appeal from the decision of the 
commissioner of patents dismissing appellant’s opposition to the 
registration of a trade-mark. 

The Republic Rubber Company applied for the registration 
of a trade-mark for inner tubes of tires, comprising a black 


stripe of uniform width helically disposed and applied on the 
surface of the tube. 
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The Goodyear Tire and Rubber Company in its opposition 
claims that it obtained the registration of a trade-mark for 
elastic vehicle-tires consisting of a blue band or stripe posi- 
tioned circumferentially on the tire and centrally on the tread 
portion thereof. This registration was had February 20, 1912. 
It alleges that the mark of The Republic Rubber Company so 
nearly resembles its trade-mark and is so alike as to cause con- 
fusion in trade and result in damage to the opposer. 

3oth tribunals of the patent office held that there is no 
cifference between inner and outer tubes of tires because both 
are component parts of automobile and motor-cycle tires and 
usually made by the same manufacturers. The evidence shows 
that a complete tire is made up of the outer tires and of the 
inner rubber one. This conclusion we think is correct. (See 
Woven Steel Hose and Rubber Company v. Keasbey & Mat- 
tison Co., 41 App. D. C., 247 [ Reporter, vol. 4, p. 38].) 

The examiner of interferences was of the opinion that the 
marks were so similar as to be likely to cause confusion in trade 
and sustained the opposition. This decision was reversed on 
appeal to the commissioner. 

It appears from the picture of the trade-mark filed by 
The Republic Rubber Company that the mark on its inner tubes 
is a black band helically disposed and that it makes a number 
of turns in passing around the tube. It appears, however, that 
in actual use it makes only two turns in a circumference of nine- 
ty-six inches. 

The registration of The Goodyear Rubber Company shows 
a distinct blue mark imposed circumferentially around the tire 
and located centrally of the tread portion thereof. 

The difference in color of the respective bands is not im- 
portant. It is the location of the band that makes the differ- 
ence. (A. Leschen & Sons Rope Co. v. Broderick & Bascom 
Rope Co., 36 App. D. C., 451, 455, 164 O. G., 977, 1911, C. D., 
312, | Reporter, vol. 1, p. 37].) 

The helically-disposed or spiral stripe of The Republic 
Rubber Company is so different from the circumferentially-dis- 
posed stripe of The Goodyear Company that it is not likely to 
cause confusion in trade. 
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The decision appealed from is affirmed and the clerk will 
certify this decision to the commissioner of patents as required 
by law. 


UNITED STATES, ex rel. LINCOLN HIGHWAY ASSOCIATION V. 
EwINc. 


(213 O. G., 749; 42 App. D. C., 508.) 
December 7, 1914. 


LABEL REGISTRATION—MANDAMUS. 

The commissioner of patents held that a device to be used in mark- 
ing highways might not be registered as a label because roads are not 
articles of manufacture. This decision whether erroneous or not is 
not reviewable by mandamus 

Appeal from a decision of the supreme court of the Dis- 
trict of Columbia, affirming a decision of the commissioner of 
paterts. Affirmed. 


For the opinion of the court below, see Reporter, vol. 4, 


Sil. 


John M. Coit for the appellant. 
R. F. Whitehead for the appellee. 


VaN OrspeEL, J.—This appeal is from a decision of the 
supreme court of the District of Columbia denying relator’s 
petition for a writ of mandamus to compel the commissioner of 
patents to register a label. 

The label consists of a strip divided into three parts, colored, 
respectively, red, white, and blue, the white portion containing 
the inscription “Lincoln Highway” and the letter “L.” . Regis- 


tration is sought under section 3 of the act of Congress of June 
i8, 1874, (18 Stat. at L., 79, chap. 301), which provides as 
tollows: 


That in the construction of this act, the words, “engraving,” “cut,” 
and “print” shall be applied only to pictorial illustrations or works con- 
nected with the fine arts, and no prints or labels designed to be used for 
any other articles of manufacture shall be entered under the copyright 
law, but may be registered in the Patent CMice. And the commissioner 
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of patents is hereby charged with the supervision and control of the 
entry or register of such prints or labels, in conformity with the regula- 
tions provided by law as to copyright of prints, except that there shall 
be paid for recording the title of any print or label not a trade-mark, 
$6, which shall cover the expense of furnishing a copy of the record 
under the seal of the commissioner of patents, to the party entering the 


same. 

Registration was refused on the ground that a highway is 
not an article of manufacture. The writ is sought on the ground 
that this ruling of the commissioner was a clear abuse of dis- 
cretion. No appeal is provided from a decision of the commis- 
sioner of patents refusing to register a label. In Allen v. United 
States (115 O. G., 747; 22 App. D. C., 271) this Court held 
that the duties imposed upon the commissioner of patents under 
the act of 1874 are not merely ministerial, but call for a decision 
as to whether or not the thing presented is entitled to registra- 
tion, or is, in fact, a label within the definition of the statute. 
In that case, the Court refused to interfere with the decision of 
the commissioner by writ of mandamus. 

The contention of relator is, not that the commissioner 
was without jurisdiction to act, or that he refused to act, or 
that the statute peremptorily required him to act in a certain 
manner, but that he erred in his decision. We are therefore 
called upon to substitute the writ of mandamus for a writ of 
error. This cannot be done. It may well be that the commis- 
sioner erred in his opinion, but we are powerless in this pro- 
ceeding to review his decision. The mere fact that he may 
have erred will not justify the issuance of the writ. 


Whether he decided right or wrong is not the question. Having 
jurisdiction to decide at all, he had necessarily jurisdiction, and it was 
his duty to decide as he thought the law was, and the courts have no 
power whatever under those circumstances to review his determination 
by mandamus or injunction. (United States, ex rel, Riverside Oil Co. v. 
Hitchcock, 190 U. S., 316, 47 L. Ed., 1047, 23 Sup. Ct. Rep., 608.) 


The judgment is affirmed with costs. Affirmed. 
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The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 


question of trade-mark protection; 
Registers trade-marks in all countries; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 


countries ; 


Cooperates with attorneys in protecting their clients’ interests. 


THe Unitrep States TrRADE-MARK ASSOCIATION, 
32 Nassau Street, 


New York City. 





